LICENSE AGREEMENT
This Agreement, made this ____ day of _________ , 200[], is made by and between:

[INSERT NAME AND FULL ADDRESS OF COMPANY]
 a [STATE OF INCORPORATION, IF APPLICABLE] corporation,  (hereinafter referred to as “Licensee”)
and
Tennessee Technological University
1 William Jones Drive, Cookeville, TN  38505
a member of the Tennessee Board of Regents,  (hereinafter jointly referred to as “Licensor” or “University”)  [IF THERE ARE ADDITIONAL LICENSORS, INSERT THEIR ADDRESSES]
RECITALS
WHEREAS, Licensor own certain [Intellectual Property, Patent Rights and Technology Rights] (Licensed Subject Matter) related to [DESCRIBE TECHNOLOGY PRECISELY AND BRIEFLY] that were developed by University; and
WHEREAS, Licensors desire to have the Licensed Subject Matter developed further, and used for the benefit of Licensee and the public as outlined in University’s Intellectual Property Policy; and
WHEREAS, Licensee wishes to obtain a license from Licensors to practice the Licensed Subject Matter;
NOW, THEREFORE, in consideration of the mutual promises herein contained, the parties agree as follows:
TERMS & CONDITIONS 

1. Effective Date

This Agreement is effective as of [INSERT DATE] (“Effective Date”).


2. Definitions
2.1. “Licensed Field” means the field [BRIEFLY, BUT SPECIFICALLY, DEFINE THE FIELD].


2.2. “Licensed Products “means any product Sold by Licensee which incorporates Licensed Subject Matter pursuant to this Agreement.


2.3. “Licensed Subject Matter” means the Patent Rights and/or Technology Rights within the Licensed Field.


2.4. “Licensed Territory” means the [DEFINE TERRITORY/COULD BE ENTIRE WORLD].


2.5. ”Patent Rights” means Licensors’ rights in [INSERT PATENT NUMBERS AND DATES, IF APPLICABLE] and any future inventions associated therewith.


2.6. “Sale” or “Sold” means the transfer or disposition of a Licensed Product for value to a third party other than Licensee.


2.7. “Technology Rights” means Licensors’ rights in technical information, know-how, processes, procedures, compositions, devices, formulas, protocols, techniques, software, designs, drawings, data and the like created by Licensor employees related to the Licensed Subject Matter.


3. Warranty/Superior Rights


3.1. Except for the rights, if any, of the US Government as set forth below, Licensors represent and warrant their belief that (i) they are the owners of the Licensed Subject Matter, (ii) they have the sole right to grant licenses thereto, and (iii) they have not knowingly granted any license thereto to any other entity.


3.2. Licensee understands and acknowledges that the Licensed Subject Matter (or portions thereof) may have been developed using funds from the US Government and, if so, that the Government may have certain rights thereto.  This Agreement is explicitly made subject to the Government’s rights under any agreement and any applicable law or regulation.  Should there be a conflict between such agreement, applicable law or regulation and this Agreement, the terms of the Government agreement, applicable law or regulation shall control.


3.3. Licensee understands and acknowledges that Licensors, by this Agreement, make no representation as to the operability or fitness for any use, safety, efficacy, ability to obtain regulatory approval, patentability, and/or breadth of the Licensed Subject Matter.  Licensors, by this Agreement, also make no representation as to whether there are any patents now held, or to be held in the future, by others in the Licensed Field, nor do Licensors make any representation that the Technology Rights do not infringe upon the rights of third parties.


3.4. Licensee, by execution hereof, acknowledges, covenants and agrees that it has not been induced in any way by Licensors or their employees to enter into this Agreement, and further warrants and represents that (i) it has concluded sufficient due diligence with respect to all items and issues pertaining to this Article 3 and all other matters pertaining to this Agreement; and (ii) Licensee has adequate knowledge and expertise, or has utilized knowledgeable and expert consultants, to adequately conduct due diligence, and agrees to accept all risks inherent herein.


4. License Grant

Licensors hereby grant to Licensee a royalty-bearing, exclusive license (no right to sub-license) under Licensed Subject Matter to make, have made, use and/or sell Licensed Products within the Licensed Territory for use within the Licensed Field.  This grant is subject to the payment by Licensee to Licensors of all consideration as provided below, and is further subject to rights by Licensors to: (a) publish general scientific findings from research related to Licensed Subject Matter subject to Article 13 (Confidential Information) below; and (b) use the Licensed Subject Matter for research, teaching and other educationally-related purposes.


5. Payments and Reports


5.1. In consideration of the rights granted by Licensors to Licensee under this Agreement, Licensee agrees to pay Licensors [DESCRIBE PAYMENTS; MAY INCLUDE A LUMP SUM PAYABLE UPON EXECUTION OF AGREEMENT THAT COULD REIMBURSE FOR PATENT COSTS.  MAY ALSO INCLUDE A DOLLAR AMOUNT FOR EACH UNIT SOLD; THIS MAY ALSO BE A GRADUATED AMOUNT ON NUMBERS SOLD.  STATED AS LICENSED UNITS SOLD AND SUBSEQUENT UNITS SOLD]


5.2. In lieu of license milestones, on or before each anniversary of the Effective Date, irrespective of whether or not there has been any Licensed Product Sold, Licensee shall deliver to Licensors a written Progress Report detailing its best efforts during the preceding report period to diligently commercialize the Licensed Subject Matter, as well as setting forth its plan of action for the next report period.


5.3. Within thirty days of the end of each calendar year, beginning in the calendar year immediately after the Effective Date, Licensee shall deliver to Licensors a true and accurate, written Royalty Report giving the particulars of the business conducted by Licensee, during the preceding year. The Royalty Report shall include at least:  (a) the quantities of Licensed Subject Matter it has produced (or had produced for it); (b) the total unit sales; (c) the calculation of royalties thereon; and (d) the total royalty amount due to Licensors.  A Royalty Report shall be submitted even if there is no royalty amount due, and all Royalty Reports shall be certified as true and correct by an Officer of Licensee.  If any royalty amounts are due, they shall be remitted simultaneously with delivery of the Royalty Report.


5.4. As set forth in Article 5.3 above, and for one year thereafter, Licensee agrees to keep complete and accurate records in sufficient detail to enable royalties payable hereunder to be calculated.  Licensee agrees to permit Licensors, or their designee, to periodically examine its books and records to the extent necessary to verify royalties.  Such audit shall be conducted during regular business hours only, and shall be at Licensors’ expense; provided, however, that if the audit shows royalties have been underreported and underpaid, Licensee shall pay the shortage (with interest at the highest rate permitted by law) and shall reimburse Licensors for the cost of the audit.


5.5. All amounts payable hereunder must be paid in United States funds without deductions for taxes, assessments, fees or charges of any kind.  Checks shall be payable to “Tennessee Technological University” and sent to the address listed in Article 12 below.


6. Term and Termination


6.1. The term of this Agreement shall be measured from the Effective Date and run for a period of [INSERT NUMBER OF YEARS THIS AGREEMENT WILL BE EFFECTIVE] years therefrom.  At Licensee’s option, it can be renewed for an additional [ENTER ADDITIONAL NUMBER OF YEARS FOR RENEWAL] upon the same, or substantially the same, terms and conditions.


6.2. This Agreement will terminate before completion of the intended [ENTER NUMBER OF YEARS] term under any of the following circumstances:


6.2.1. automatically if Licensee becomes bankrupt or insolvent and/or if the business of Licensee is placed in the hands of a receiver, assignee, or trustee, whether by voluntary act of Licensee or otherwise; or


6.2.2. upon thirty (30) days written notice if Licensee breaches or defaults on its obligation to make payments (if any are due) or reports, in accordance with the terms of Article 5 above; provided, however, that Licensee may avoid termination by curing the breach or default within the thirty day notice period, and so notifies University, in writing, detailing the manner of cure; or


6.2.3. upon ninety (90) days written notice if Licensee breaches or defaults on any other obligation under this Agreement [IF APPLICABLE, ADD “or the Industrial Research Agreement executed contemporaneously herewith]; provided, however, that Licensee may avoid termination by curing the breach or default within the ninety day notice period, and so notifies Licensors, in writing, detailing the manner of cure; or


6.2.4. at any time by mutual written agreement of the parties, upon one hundred and eighty (180) days written notice, subject to any terms and conditions herein which survive termination.


6.3. If this Agreement is terminated for cause, nothing herein will be construed to release either party of any obligation to perform which matured prior to the effective date of the termination.  After the effective date of termination, Licensee may sell all Licensed Products and parts it has on hand at date of termination, provided Licensee pays earned royalties thereon according to the terms of Article 5.


7. Infringement


7.1. Licensee, at its expense, must enforce patents or copyrights (if any) exclusively licensed hereunder against infringement by third parties and is entitled to retain recovery from such enforcement.  If Licensee does not file suit against an infringer within six (6) months of knowledge thereof, then Licensors may, at their expense, enforce the patent or copyright licensed hereunder, and retain all recoveries from such enforcement


7.2. In any infringement suit or dispute, the parties agree to cooperate fully with each other.  At the request and expense of the party bringing suit, the non-moving party will permit access to all relevant personnel, records, papers, information, samples, specimens, etc., during regular business hours.


8. Assignment

This Agreement may not be assigned by either party without the prior written consent of the other, which consent shall not be unreasonably withheld.


9. Indemnification

Licensee agrees to hold harmless and indemnify Licensors (their officers, employees, agents or representatives) from and against any claims, demands, or causes of action whatsoever, including but not limited to those arising on account of any injury or death of persons or damage to property caused by, or arising out of, or resulting from, the exercise or practice of the license granted hereunder by Licensee, its officers, employees, agents or representatives.


10. Use of Names

Neither party shall use the name of the other party without the prior written consent of the other.


11. Confidential Information & Publication


11.1. Licensor and Licensee each agree that all information disclosed by one party to the other, if so designated or marked “Confidential” at the time of disclosure, shall: (i) be received in strict confidence; (ii) be used only for the purposes of this Agreement; and (iii) not be disclosed by the receiving party without the prior written consent of the other party – except if and to the extent that the receiving party can establish by competent proof that such information:
11.1.1. was in the public domain at the time of disclosure;
11.1.2. later became part of the public domain through no act or omission of the receiving party;
11.1.3. was lawfully disclosed to the receiving party by a third party having the right to disclose it;
11.1.4. was already known by the receiving party at the time of disclosure;
11.1.5. was independently developed by the receiving party; or
11.1.6. is required by law or regulation to be disclosed.

If the Confidential Information is disclosed orally or visually, then the secret nature of the information must first be announced, and the disclosing party shall --within ten (10) days -- send the receiving party a written summary of the disclosure, marked “confidential” with discloser’s name included thereon.  Failure to do so shall mean the information is not entitled to confidential protection.


11.2. Each party’s obligation of secrecy hereunder shall be fulfilled by using at least the same degree of care with the other party’s confidential information as it uses to protect its own confidential information.  This obligation shall continue for a period of three (3) years from the date of disclosure.


11.3. Licensors (either one or them both) will submit any proposed presentation or publication of research related to the Licensed Subject matter to Licensee at least thirty (30) days before submission of such presentation/publication.  Licensee shall have the right, within thirty (30) days, to review and comment upon the proposed presentation/publication in order to protect Licensee’s confidential information. Upon Licensee’s request, presentation/publication will be delayed up to ninety (90) additional days (from the date of Licensee’s request) to enable Licensee to secure adequate protection of Licensee’s affected property.


12. General

12.1. This Agreement constitutes the entire agreement between the parties with respect to the Licensed Subject Matter.  All prior negotiations, representations, agreements and understandings are superseded hereby.  No agreements altering or supplementing the terms of this agreement may be made, except with the written consent of both parties.


12.2. Any notice required to be given hereunder shall be given by prepaid, first class, certified mail, return receipt requested, addressed as follows:


· if to Licensee:  [ADDRESS]
· if to University:  Tennessee Technological University (Office of Research & Graduate Studies), 1William  Jones Drive, Cookeville, TN  38505

or such other address as the parties may supply from time-to-time under the terms of this notice provision.
12.3  The parties agree to comply with all applicable federal, state and local laws and regulations in connection with their performance under this Agreement.


12.4 The parties agree to comply with Titles VI and VII of the Civil Rights Act of l964   Title IX of the Education Amendments of l972, Section 504 of the Rehabilitation Act of 1973, Executive Order 11,246, the Americans with Disabilities Act of 1990 and the related regulations to each.  Each party assures that it will not discriminate against any individual including, but not limited to, employees or applicants for employment and/or students because of race, religion, creed, color, sex, age, disability, veteran status or national origin.

The parties also agree to take affirmative action to ensure that applicants are employed, and that employees are treated during their employment, without regard to their race, religion, creed, color, sex, disability, or national origin.  Such action shall include, but not be limited to, the following:  employment, upgrading, demotion or transfer, recruitment or recruitment advertising, layoff or termination, rates of pay or other forms of compensation, and selection available to employees and applicants for employment.


12.5 Licensee warrants that no part of the total contract amount provided herein shall be paid directly or indirectly to any officer or employee of the State of Tennessee as wages, compensation, or gifts in exchange for acting as officer, agent, employee, subcontractor, or consultant to the Licensee in connection with any work contemplated or performed relative to this contract.


12.6 This Agreement will be construed and enforced in accordance with the laws of the United States of America and the State of Tennessee


12.7 Failure of either party to enforce a right under this Agreement shall not act as a waiver of that right or the ability to later assert that right relative to the particular situation involved.


12.8 Headings are included herein for convenience only and shall not be used to construe this Agreement.


12.9 If any part of this Agreement is for any reason found to be unenforceable, all other parts shall remain enforceable.


12.10 This Agreement may be executed in counterparts.

IN WITNESS WHEREOF, the parties have caused their duly authorized representative to execute this Agreement.

               
Licensee                            University                              TVA



By:  _______________________      _____________________      __________________

Name: _____________________       _____________________     __________________

Title:  ______________________      _____________________     __________________

Date:  ______________________      _____________________     __________________


